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Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 25-26, 31, 33-34, & 62 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Referring to claim 25, due to the confusing language in the preamble the examiner cannot 
determine if applicant claim is directed to a program, processor, or method then applicant's 
limitations are for a steps or a method; consequently, the examiner cannot determine what 
statutory class the claim is directed. For purpose of examination the examiner will assume that 
the claim is directed to a computer program. 

Referring to claim 26, the claim is directed to a communication system comprising: a gateway an 
access network type determination processor and a decision making processor. Next the 
applicant claims that "the communication system is configured to control communications based 
on decision by the decision making processor and the decision including the traffic control policy 
sent from the policy control entity to the gateway". It is unclear what structure (ie gateway, 
determination processor or decision making processor which is part of the communication 
system) is configured to control communication based on decision by the decision making 
processor the decision including the traffic flow control policy sent from the policy control entity 
to the gateway because applicant communication system. 

Referring to claim 31, the claim is directed to an apparatus comprising: an access network type 
determining processor, transmitter, and enforcing processor. What is meant by "the apparatus 
further configured to receive from said policy control entity a message indicating a traffic flow 
control policy decided on the basis of information regarding the type of the access network"? 
What part of the apparatus is further configured to receive from said policy control entity a 
message indicating a traffic flow control policy decided on the basis of information regarding the 
type of the access network"? 

Referring to claim 33, the claim appears to be directed to a communication system comprising: 
Different access networks, access network type determination processor, and a decision making 
processor. What is meant by different access network? Is applicant trying to refer to a first RAN 
and a second RAN where the first RAN is different from the second RAN? It is unclear what 
structure in the communication system is configured to control communication based on decision 
by the decision making processor the decision including the traffic flow control policy sent form 
the policy control entity to the gateway. What is meant by "the decisions"? There is only 
antecedent basis for a decision 
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Referring to claim 34, the examiner cannot ascertain whether applicant is invoking 1 12/6* 
paragraph; therefore, that makes this claim indefinite because applicant is claiming "access 
network type means for determining" and "means to receive" If applicant is invoking 1 12/6th 
paragraph then applicant needs to indicate on the record that they are claiming 1 12/6* paragraph 
and amend the claim so that all of the claimed elements are in the form of means for in order to 
make the record clear. 

Referring to claim 34, the claim limitation "access network type" uses the phrase "means for" or 
"step for", but it is modified by some structure, material, or acts recited in the claim. It is unclear 
whether the recited structure, material, or acts are sufficient for performing the claimed function 
which would preclude application of 35 U.S.C. 1 12, sixth paragraph, because "access network 
type" modifies the structure of "means for determining. If applicant wishes to have the claim 
limitation treated under 35 U.S.C. 1 12, sixth paragraph, applicant is required to amend the claim 
so that the phrase "means for" or "step for" is clearly not modified by sufficient structure, 
material, or acts for performing the claimed function. If applicant does not wish to have the 
claim limitation treated under 35 U.S.C. 1 12, sixth paragraph, applicant is required to amend the 
claim so that it will clearly not be a means (or step) plus function limitation (e.g., deleting the 
phrase "means for" or "step for"). 



Referring to claim 62, the examiner cannot ascertain whether applicant is invoking 1 12/6* 
paragraph; therefore, that makes this claim indefinite because of wording of "access network 
type determining means for determining" 

Referring to claim 62, the claim limitation "access network type" uses the phrase "means for" or 
"step for", but it is modified by some structure, material, or acts recited in the claim. It is unclear 
whether the recited structure, material, or acts are sufficient for performing the claimed function 
which would preclude application of 35 U.S.C. 1 12, sixth paragraph, because "access network 
type" modifies the structure of "means for determining. If applicant wishes to have the claim 
limitation treated under 35 U.S.C. 1 12, sixth paragraph, applicant is required to amend the claim 
so that the phrase "means for" or "step for" is clearly not modified by sufficient structure, 
material, or acts for performing the claimed function. If applicant does not wish to have the 
claim limitation treated under 35 U.S.C. 1 12, sixth paragraph, applicant is required to amend the 
claim so that it will clearly not be a means (or step) plus function limitation (e.g., deleting the 
phrase "means for" or "step for"). 



Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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4. Claim 25 is rejected under 35 U.S. C. 101 because the claimed invention is directed to 
non- statutory subject matter. 

Referring to claim 25, claim 25 is directed to a computer program. A computer program is non- 
statutory subject matter. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 25, 54-62 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Referring to claim 25, applicant specification provides support for the policy control entity to 
send a message to the gateway indicating the policy per Para [0056]. The examiner respectfully 
disagrees with the applicant's argument that gateway sending a request message to the policy 
control entity is adequate support for "sending to the gateway from said policy control entity a 
message indicating said traffic flow control policy decision. Clearly sending a request for a 
decision is different from sending a decision. There is support for requesting a decision but 
applicant has not claimed requesting a decision. Applicant is claiming a message indicating flow 
control policy decision which is sent by the Gateway. Where is the support for the support in the 
specification for the gateway the message to the policy control entity indicating the traffic flow 
control policy decision. Applicant claim is just the opposite of what is supported by the 
specification; consequently, the examiner believes that the applicant has added new matter which 
is not supported by the specification. 

Referring to claim 54, applicant specification provides support for the policy control entity to 
send a message to the gateway indicating the policy per Para [0056]. The examiner respectfully 
disagrees with the applicant's argument that gateway sending a request message to the policy 
control entity is adequate support for "sending to the gateway from said policy control entity a 
message indicating said traffic flow control policy decision. Clearly sending a request for a 
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decision is different from sending a decision. There is support for requesting a decision but 
applicant has not claimed requesting a decision. Applicant is claiming a message indicating flow 
control policy decision which is sent by the Gateway. Where is the support for the support in the 
specification for the gateway the message to the policy control entity indicating the traffic flow 
control policy decision. Applicant claim is just the opposite of what is supported by the 
specification; consequently, the examiner believes that the applicant has added new matter which 
is not supported by the specification. 

Referring to claim 58 & 60, where in the applicant specification is there support for a 
transmitter? 

Referring to claim 59, where in applicant specification is there support for a receiver? 
Referring to claim 62, where in applicant's specification is there support for means for sending? 



Specification Objections 

7. Referring to claim 34, Claim element "means for determining, means for sending, 
means for enforcing" are a means (or step) plus function limitation that invokes 35 U.S.C. 1 12, 
sixth paragraph. The written description only implicitly or inherently sets forth the corresponding 
structure, material, or acts that perform the claimed function. 

Pursuant to 37 CFR 1.75(d) and MPEP §§ 608.0 l(o) and 2181, applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or step) plus 
function limitation under 35 U.S.C. 112, sixth paragraph; or 

(b) Amend the written description of the specification such that it expressly recites the 
corresponding structure, material, or acts that perform the claimed function and clearly links or 
associates the structure, material, or acts to the claimed function, without introducing any new 
matter (35 U.S.C. 132(a)); or 

(c) State on the record what the corresponding structure, material, or acts, which are 
implicitly or inherently set forth in the written description of the specification, perform the 
claimed function. 

8. Referring to claim 62, Claim element "means for determining, means for deciding, & 
means for sending are a means (or step) plus function limitation that invokes 35 U.S.C. 1 12, 
sixth paragraph. The written description only implicitly or inherently sets forth the corresponding 
structure, material, or acts that perform the claimed function. 

Pursuant to 37 CFR 1.75(d) and MPEP §§ 608.0 l(o) and 2181, applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or step) plus 
function limitation under 35 U.S.C. 1 12, sixth paragraph; or 

(b) Amend the written description of the specification such that it expressly recites the 
corresponding structure, material, or acts that perform the claimed function and clearly links or 
associates the structure, material, or acts to the claimed function, without introducing any new 
matter (35 U.S.C. 132(a)); or 



Application/Control Number: 10/809,71 1 
Art Unit: 2475 



Page 6 



(c) State on the record what the corresponding structure, material, or acts, which are implicitly or 
inherently set forth in the written description of the specification, perform the claimed function. 

Allowable Subject Matter 

9. Claims 1-12, 14, 20-23, 48, & 51 are allowed. The following is an Examiner's statement 
of reasons for allowance: Claims 1-12, 14, 20-23, 48, & 51 are considered allowable since no 
prior art reference or combination of prior art references disclose or suggest the combination of 
limitations specified in the independent claims including: 

"receiving at the gateway from said policy control entity a message indicating a traffic flow 
control policy decided on the basis of information regarding the type of the access network and 
enforcing at the gateway in the provisioning of said service via said access network the traffic 
flow control policy" in combination with other claim limitations as specified in claim 1 . 

Response to Amendment 

10. Applicant's arguments filed 3/18/10 have been fully considered but they are not 
persuasive. 

The examiner respectfully disagrees with the applicant argument that the 101 rejection has been 
traversed. The amended claim 25 is now directed to a computer program product which is non- 
statutory. 

The examiner respectfully disagrees with the applicant's argument that the 1 12/ 1st paragraph 
lack of written description because applicant has added new matter has been traversed. 
The examiner respectfully disagrees with the applicant's argument that gateway sending a 
request message to the policy control entity is adequate support for "sending to the gateway from 
said policy control entity a message indicating said traffic flow control policy decision. Clearly 
there is support for requesting a decision but applicant has not claimed requesting a decision. 
Applicant is claiming message indicating flow control policy decision which is sent by the 
Gateway. Applicant specification provides support for policy entity sending the decision 
message. The examiner asserts that the applicant is claiming just the opposite of what the 
specification provides support; consequently, applicant argument is not persuasive. 

Applicant has not responded to the 1 12/lst rejection of lack of written description by defining in 
the specification where the support is for the means for sending or transmitter; consequently, the 
rejection has been maintained. 
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Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT W. WILSON whose telephone number is (571)272- 
3075. The examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dang Ton can be reached on 571/272-3171. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Robert W Wilson/ 

Primary Examiner, Art Unit 2475 

RWW 

5/25/10 



